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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 1-6, 9-10,12-13 and 29 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Rempe et al. 

Rempe et al teaches the design of a coating apparatus comprised the following 
elements: a nozzle assembly coupled to a reservoir or containment means (element 
35), the nozzle assembly comprising a tip 39 having an outlet opening arranged to apply 
a coating material to the substrate; a device assembly which includes that delivers a 
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substance to a region of the outlet opening, and the device comprising a tube whose tip 
is angled to correspond to a tapered portion of the tip of the nozzle, whereby the tip of 
the tube is arranged adjacent the tip of the nozzle, wherein a free end of the tip of the 
tube is positioned approximately generally level with the free end of the tip of the glue 
nozzle, and wherein the device is separate from the nozzle and delivers the substance 
behind the outlet opening relative to the direction. The Rempe et al apparatus is 
capable of applying a glue to a moving web since it teaches every claimed element of 
the apparatus. Note it has been held that a recitation with respect to the manner in 
which a claimed apparatus is intended to be employed does not differentiate the 
claimed apparatus from a prior art apparatus satisfying the claimed structural limitations. 
Ex parte Masham, 2 USPQ 2d 1647 (1987). "[A]pparatus claims cover what a device is. 
not what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). Thus every structural element of the 
apparatus set forth in claim 1 is taught by Rempe et al. With respect to claim 2, Rempe 
et al apparatus is capable of applying a coating to a substrate within the scope of the 
claim since it teaches every claimed element of the apparatus. Note it has been held 
that a recitation with respect to the manner in which a claimed apparatus is intended to 
be employed does not differentiate the claimed apparatus from a prior art apparatus 
satisfying the claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). 
"[A]pparatus claims cover what a device is, not what a device does." Hewlett-Packard 
Co. V. Bausch & Lomb Inc., 909 F.2d 1464, 1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 
1990). With respect to claim 3, Rempe et al apparatus is capable of being arranged on 
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a machine within the scope of the claim since it teaches every claimed element of the 
apparatus. Note it has been held that a recitation with respect to the manner in which a 
claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex 
parte Masham, 2 USPQ 2d 1647 (1987). "[AJpparatus claims cover what a device is, not 
what a device does." Hewlett-Packard Co. v. Bausch & Lomb Inc., 909 F.2d 1464, 
1469, 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). With respect to claim 4, Rempe et al 
apparatus is capable of applying a coating material within the scope of the claim since it 
teaches every claimed element of the apparatus. Note it has been held that a recitation 
with respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus satisfying the 
claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). "[A]pparatus 
claims cover what a device is, not what a device does." Hewlett-Packard Co. v. Bausch 
& Lomb Inc.. 909 F.2d 1464. 1469. 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). With 
respect to claim 5. Rempe et al teaches the device delivers the substance directly 
behind the outlet opening relative to the direction as shown in his Figure. With respect 
to claim 6. Rempe et al device is capable of delivering the substance in the form of 
spots. With respect to claim 9, Rempe et al device is arranged at a distance from the 
nozzle. With respect to claims 12-13, Rempe et al teaches a system for feeding the 
substance to the device includes valve 40' which regulates the amount of the coating 
applied which is applied to the moving web. With respect to claim 29. Rempe et al 
teaches a system for applying coating which is comprised of a nozzle comprising a tip 
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having an outlet opening; the nozzle being adapted to apply coating through the outlet 
opening, a feeding device that delivers a substance to a region of the outlet opening, 
the feeding device being a tube separate from the glue nozzle and whose tip is 
arranged adjacent the tip of the glue nozzle; the tip of the tube being angled to 
correspond to a tapered portion of the tip of the nozzle; a free end of the tip of the tube 
being positioned approximately generally level with a free end of the tip of the nozzle, 
and a system for feeding the substance to the feeding device. The Rempe et al 
apparatus is capable of applying substances within the scope of the claim since it 
teaches every claimed element of the apparatus. Note it has been held that a recitation 
with respect to the manner in which a claimed apparatus is intended to be employed 
does not differentiate the claimed apparatus from a prior art apparatus satisfying the 
claimed structural limitations. Ex parte Masham, 2 USPQ 2d 1647 (1987). "[A]pparatus 
claims cover what a device is, not what a device does." Hewlett-Packard Co. v. Bausch 
& Lomb Inc., 909 F.2d 1464, 1469. 15 USPQ2d 1525, 1528 (Fed. Cir. 1990). Thus 
every structural element of the apparatus set forth in claim 47 is taught by Rempe et al. 
With respect to claim 10, Rempe et al shows the device is adjacent to and abuts the 
nozzle as shown in the Figure. 

Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over Rempe et 

al. 

Rempe et al is applied for the reasons noted above but fails to teach the tube is a 
capillary tube. However, Rempe et al teaches applicator element 39' is interchangeable 
with another having a different interior diameter so as to help control the volume flow 
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rate of coating therefrom. Therefore, it would have been obvious to modify the Rempe 
et al apparatus by providing the tube with a small bore such that it reads on a capillary 
tube for the obvious advantage of enabling one to dispense minute amounts of coating 
to the substrate. 

Claims 16-17, 21-24 and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mclntyre 4,725,468. 

Mclntyre '468 method of applying glue to a moving web utilizing a system that 
includes a glue nozzle coupled to a glue reservoir, the glue nozzle comprising a tip 
having an outlet opening arranged to apply glue to the moving web, and a device that 
delivers a substance to a region of the outlet opening, wherein the device is a tube as 
shown in Figure 2 whose tip assembly or head is arranged adjacent the tip of the glue 
nozzle, the method comprising: applying the glue onto the moving web while the moving 
web direction, feeding the substance behind the outlet opening relative to the direction; 
and at least one of controlling an amount of the substance which is applied to the 
moving web which includes metering pump 14'. Mclntyre et al fails to teach the internal 
passage of the tube is smaller than the internal passage of the glue nozzle. However, it 
would have been prima facie obvious to modify the Mclntyre et al process and 
apparatus by providing the tube with a smaller internal passage than the internal 
passage of the glue nozzle obviously dependent on end use requirements of the coated 
web and properties of the substance being applied to the web with Mclntyre teaching 
his applicator can be used to apply a variety of substance or coatings to the web with 
the slightly snialler diameter tube enabling one more precise application of the 
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substance to the web (see column 4 lines 3-12). Thus method of claim 16 is obvious 
over Mclntyre '468. With respect to claims 21-22, Mclntyre '468 shows in Figure 3 the 
upper layer substance is applied intermittently and cyclically on top of the lower layer 
dependent on the speed of travel of the moving web. With respect to claim 28, Mclntyre 
'468 shows conveying the web away from the device or applicator. With respect to 
claims 23-24, Mclntyre '468 teaches controlling the feeding on a timely basis (see 
column 2 lines 25-44). With respect to claim 17, the recitation that the substance 
comprises a low viscosity fluid does nor define applicant's invention over Mclntyre '468 
since Mclntyre '468 teaches his apparatus is capable of applying substance having a 
wide variety of viscosities and therefore it is capable of applying coating including those 
which have a low-viscosity compared to that dispensed from the glue nozzle. 

Claim 25 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Mclntyre 4,725,468 in view Mclntyre 3,595,204. 

Mclntyre '468 is applied for the reasons noted. Mclntyre '468 fails to teach 
controlling the feeding on a quantity basis. However, it would have been obvious to 
control the quantity of the dispensed from the positive displacement metering pump in 
the Mclntyre '468 process since Mclntyre '204 teaches metering pumps enable one to 
dispense various quantity of the coating dependent on the rate of travel of the substrate. 

Claims 16-17, 20-24 and 28-30 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Mclntyre 4,725,468 in view of Rempe et al. 

Rempe et al is applied for the reasons noted above. Rempe et al teaches that his 
apparatus is used for applying a pattem of the substrate (see column 5 lines 2-12). 
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Rempe et al teaches his apparatus is comprised of a nozzle having a tip with an outlet 
opening and a device which is a tube whose tip is arranged adjacent the tip of the 
nozzle. Rempe et al teaches the internal passage of the tube is smaller than the internal 
passage of the nozzle. Rempe et al teaches controlling the amount of the substance fed 
behind the outlet opening of the nozzle via means which includes valve 40*. Rempe et 
al fails to teach his nozzle applies glue onto a moving web while the web moves along a 
direction. However, it is known to apply glue pattern onto a moving web using 
applicators arranged adjacent one another by co-extrusion such as taught by Mclntyre 
et al. Therefore, it would have been obvious to use the Rempe et al patterned coating 
applicator to practice the Mclntyre process for the taught advantage of Rempe et al 
apparatus - enable one to precisely apply a pattern to a substrate and especially since 
Rempe et al teaches his applicator may used to apply a flowable material to a variety of 
substrates. Thus claim 16 is obvious over the above cited combination of references. 
With respect to claims 21-22, Rempe et al apparatus is capable of intermittently feeding 
or cyclically feeding via valve 40' the substance behind the outlet opening relative to the 
direction. Therefore, it would have been obvious given the combination of Mclntyre and 
Rempe et al as discussed above to intermittently feeding or cyclically feeding via 
Rempe et al valve 40' the substance behind the Rempe et al outlet opening relative to 
the direction in order to achieve the intermittent pattern of the substance as shown by 
Mclntyre in Figure 3. With respect to claim 20, Rempe et al apparatus is capable of 
being continuously fed behind to the outlet via valve 41' and therefore obvious given the 
modified Mclntyre process as discussed above to apply the substance in a manner set 
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forth dependent on end use requirements of the coated web. With respect to claim 17, 
the recitation that the substance comprises a low viscosity fluid does nor define 
applicant's invention over Mclntyre '468 process as modified since Rempe et al teaches 
his apparatus is capable of applying substance having a wide variety of viscosities and 
therefore it is capable of applying coating including those which have a low-viscosity 
compared to that dispensed from the glue nozzle. With respect to claims 21-22, 
Mclntyre *468 shows in Figure 3 the upper layer substance is applied intermittently and 
cyclically on top of the lower layer dependent on the speed of travel of the moving web 
and Rempe et al is capable of being regulated such that the substance is applied 
intermittently and cyclically on top of the lower layer via valve 4V. With respect to claims 
23-24, Mclntyre '468 teaches controlling the feeding on a timely basis (see column 2 
lines 25-44) and Rempe et al is capable of being regulated such that the substance is 
applied in such manner set forth in claims 23-24 via controller 50. With respect to claims 
29-30, the same rejection applied to claims 16-17 is applied here. Further, as discussed 
above, Rempe et al teaches a system for applying coating which is comprised of a 
nozzle comprising a tip having an outlet opening; the nozzle being adapted to apply 
coating through the outlet opening, a feeding device that delivers a substance to a 
region of the outlet opening, the feeding device being a tube separate from the glue 
nozzle and whose tip is arranged adjacent the tip of the glue nozzle; the tip of the tube 
being angled to correspond to a tapered portion of the tip of the nozzle; a free end of the 
tip of the tube being positioned approximately generally level with a free end of the tip of 
the nozzle, and a system for feeding the substance to the feeding device. Rempe et al 
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teaches system is used to apply flowable materials to substrates in general (see column 
1 lines 10-1 1 ). Rempe et al fails to teach his apparatus is used to apply glue and a 
substance to a moving web. However, it is known to apply glue pattern onto a moving 
web using applicators arranged adjacent one another by co-extrusion wherein the glue 
is applied onto the web and a substance is fed onto the substrate after or behind the 
outlet opening such as taught by Mclntyre et al. Therefore, it would have been obvious 
to use the Rempe et al patterned coating applicator to practice the Mclntyre process for 
the taught advantage of Rempe et al apparatus - enable one to precisely apply a 
pattern to a substrate and especially since Rempe et al teaches his applicator may used 
to apply a flowable material to a variety of substrates. As discussed above, the 
recitation that the substance comprises a low viscosity fluid does nor define applicant's 
invention over Mclntyre *468 process as modified since Rempe et al teaches his 
apparatus is capable of applying substance having a wide variety of viscosities and 
therefore it is capable of applying coating including those which have a low-viscosity 
compared to that dispensed from the glue nozzle. With respect to claim 28, Mclntyre 
'468 shows conveying the web away from the device or applicator. 

Applicant's arguments with respect to claims have been considered but are moot 
in view of the new ground(s) of rejection. 

Applicant's argument that Mclntyre '468 fails to teach or suggest the method 
utilizes a system which includes a device which is a tube whose tip is arranged adjacent 
to the tip of the nozzle and has an internal passage which is much less than an internal 
passage of the glue nozzle is found to be non-persuasive since it is not commensurate 



Application/Control Number: 10/766.941 Page 11 

Art Unit: 1734 

in scope with claim language. Note claim 16 claims that the tube has an intemal 
passage less than an intemal passage of the glue nozzle which broadly reads on the 
tube having an internal passage which is only slightly less than the internal passage of 
the glue nozzle. 

Claim 19 is objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the 
base claim and any intervening claims. 

Claims 14-15 and 18 are allowed. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brenda A. Lamb whose telephone number is (571) 272- 
1231 . The examiner can normally be reached on Monday-Tuesday and Thursday- 
Friday, The examiner can also be reached on alternate Wednesdays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Chris Fiorilla, can be reached on (571)272-1 187. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access. to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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